BEST AVAILABLE COPY 




mm 



UNITED STATE* DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARK 
Washington, D.C. 20231 



APPUCATION NO. FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



09/619, 584 07/19/0 0 



BERN ARD ON 



0 1 680 0 390 



^21 339 HM12/032S 
BURNS* DOANE SWECKER & MATH IS L L P 
POST OFFICE BOX 1404 
ALEXANDRIA VA 22313-1404 



n 



EXAMINER 



QAZI ,S 



ART UNIT 



PAPER NUMBER 



1616 
DATE MAILED: 



T 



03/28/0 1 



Please find below and/or attached an Office communication concerning this application or 
proceeding. 

Commissioner of Patents and Trademarks 



PTO-90C (Rev. 2/95) 
*U£. GPO: 2CXXH73-O0Q/44602 



1- File Copy 



Office Action Summary 


Application No. 
09/619,584 


Applicant(s) 

Bernarden et al. 


Examiner 

Sabiha N. Qazi 


Group Art Unit 
1616 







Kl Responsive to communication(s) filed on 1/18/001 . 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quayfe, 1935 CD. 11; 453 O.G. 213. 

3 month(s), or thirty days, whichever 



A shortened statutory period for response to this action is set to expire 3 

is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFFt 1.136(a). 



Disposition of Claims 

Kl Claim(s) 12-32 



is/are pending in the application. 



Of the above, claim(s) 
□ Claim(s) 



C3 Claim(s) 72-32 

□ Claim(s) 

□ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Qpproved Qjisapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d). 

□ All □ Some* DNone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
* Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attachment(s) 

XI Notice of References Cited, PTO-892 

0 Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 
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First Office Action on Merits 



Claims 12-32 are pending. 

Applicant's response and election of group filed in paper no. 6 is hereby acknowledged. 
Applicant's request to join groups I and II has been considered by the Examiner and she will combine the 
two groups as requested. 



Claim(s) 12-32 are rejected under 35 U.S.C. 103 as being unpatentable over Apfel et al. (J. Biol. 
Chem. (1995), 270(51), 30765-72). Apfel et al. teaches a generic group of compounds which embraces 
applicant's claimed compounds. See the abstract (enclosed) . These structurally similar compounds are 
taught to be useful for selective activity as retinoid receptor. 

The claims differ from the reference by reciting specific species and/or a more limited subgenus 
than the reference. See for instance in instant claims when R1 represents COOH. 

It would have been obvious to one having ordinary skill in the art at the time of the invention to 
select any of the species of the genus taught by the reference, including those instantly claimed, because 
the skilled chemist would have the reasonable expectation that any of the species of the genus would have 
similar properties and, thus, the same use as taught for the genus as a whole. 

One having ordinary skill in the art would have been motivated to select the claimed compounds 
from the genus in the reference since such compounds would have been suggested by the reference as a 
whole. It has been held that a prior art disclosed genus of useful compounds is sufficient to render prima 
facie obvious a species falling within the genus. In re Susi . 440 F.2d 442, 445, 169 USPQ 423, 425 (CCPA 



Claim Rejections - 35 USC § 103 
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Art Unit: 1616 

1971), followed by the Federal Circuit in Merck & Co. V. Biocraft Laboratories . 874 F.2d 804, 10 USPQ 2d 
1843,1846 (Fed. Cir. 1989). 



presence of all possible minor errors. Applicant's cooperation is requested in correcting any errors of 
which applicant may become aware in the specification. 

In order to advance prosecution non elected invention should be canceled while responding to this 

action. 



Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to Sabiha N. Qazi, whose telephone number is (703) 305-3910. The examiner can normally be 
reached on Monday through Friday from 8 a.m. to 6 p.m. The fax phone number for this Group is (703) 
308-4556. 

Any inquiry of a general nature or relating to the status of this application or proceeding should be 
directed to the Group receptionist whose telephone number is (703) 308-1235. 



The lengthy specification has not been checked to the extent necessary to determine the 



Telephonic Inquiry 




Sabiha N. Qazi, Ph.D. 



3/26/001 



Primary Examiner 



Art Unit 1616 



